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Art Unit: 1762 

1 Claims 1-9 are rejected under 35 U.S. C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, line 4 u the formula (1)" would appear to be referring to line 1 1 of the claim, 
lacking any "formula (1)" recitation elsewhere, but the phrasing "an organic solvent (c):" that 
immediately proceeds line 1 1 would appear to indicate it's the solvent, especially as there was 
already given a description in lines 4-8 of the fluorinated diene (? and formula (1)). It is noted 
that most of these limitations are repeated again in lines 14-17, but without any antecedent basis 
being indicated, thus nothing in the claim language to prevent lines 11-17 from being a 
description of the solvent, as phrased . The examiner does not believe that this was the intent, as 
it is not logical, rather it appears that the limitations are ambiguous due to poor phrasing or 
placement and redundant limitations. 

In claim 2, what is meant by R 3 or R 4 being "a single bond"? It is very nonstandard for 
these variables not to represent any atoms or ligands at all, which would appear to be what this 

r 

option is saying, i.e. Q may be only -C- , and since R 5 may be H, Q may at its simplest be any 
acid or any reacted acid (blocked) attached to a carbon. Is this the intent, or was something else 
meant? 

Claim 7 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. While the "for exposure. . limitation of claim 6, from which 
claim 7 depends, provides a limitation to the composition, such that it needs to be capable of 
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being used as a resist or to make a resist for A <200 nm, the claim 7 limitation specifying that 

the wavelengths are various laser beams adds NO further limitations to the COMPOSTION, as 
the laser beams are in no way part of the claimed composition. 

In claim 8, as written it is unclear where or how the pattern is formed, since the only 
claimed action is the irradiation, and the "capable of generating. .." is not a positive limitation, as 
it does not necessitate any acid be generated, nor does it say what the effect of the acid is, if it is 
generated. The examiner guesses that the acid generated by (B), then reacts with the "blocked 
acid" to make the fluorinated diene acidic, but this change in acidity does not necessitate any 
change in the shape of the film. So what's happening or what's missing from the process claim? 

Also, with respect to claims 7 and 9, "wavelength" cannot be "beams." They can be in 
beams, but are not themselves beams! 

2. The nonstatutory double patenting rejection is based on a judicially created 

doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent and to 
prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



3. Claims 1-9 are provisionally rejected under the judicially created doctrine of 

obviousness-type double patenting as being unpatentable over claims 1-30 of copending 
Application No. 10/376,243. Although the conflicting claims are not identical, they are not 
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patentably distinct from each other because they have overlapping scopes, where various 
limitations are claimed in different orders, or using different, but synonymous wording. Claims 
1 of the applications differ by the repeating units of the present case being called "monomeric 
units" in (243), and being formed by polymerization with acrylic monomers of the formula (2) 
CH 2 =CR 3 -C0 2 R 4 . However, as claim 5 of the present case also uses other monomers (generic), 
plus the same fluorinated diene with the same organic solvent and acid-generating compound, is 
said to be cyclopolymerized in each case, the (243) application is a species of the generic fluoro- 
polymers of the present case, where the copolymer comes from commonly employed acrylic 
monomer species, an obvious choice for the generic monomer due to conventional usage in 
resists. 

While the (243) application does not specify any particular wavelengths to be employed, 
it does requires UV exposure, and one of ordinary skill would have determined useful ranges 
dependent on the sensitivity of the specific compound employed via known properties or routine 
experimentation. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

4. Copending case SN 1 0/637,504 is noted to be directed to only fluoropolymers 
formed by the compound of formula (1) of claim 1 , and not the present resin composition, 
however its complementary process "comprises", hence is the generic of the present process. 

5. Claims 1 and 8 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 4 of copending Application 
No. 10/637,504. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because the process of forming the fluoropolymer of application (504) is 
the generic of the present process, where the "comprising" language indicates that any 
complementary steps may also be done, thus the process of (504) is totally encompassed by the 
present claims or an obvious variation or broader description there of 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

6. Claims 1-9 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-30 of U.S. Patent No. 10/376,243 in view 
of Feiring et al (Pet WO 00/67072). Alternatively to section 3 above, the teachings of Feiring et 
al (PCT) have an analogous resist composition using fluoroalchohols, where the acidity of the 
-OH group is imparted by the fluorination, and photoacid generators may be included. The 
various exemplified copolymers include acrylate groups that read on the (243) applications' 
acrylic monomer, hence demonstrating the above stated obviousness for the use of that species 
generally, for the present application's generically claimed monomer. See p. 11, 14, 16, 18 and 
examples 8, 10, 11, 16-18, etc, in Feiring et al 

7. Prior art of interest for teaching various fluorodiene compounds, include Unoki 
Masao et al (JP 02-3 1 5,770); Yamamoto et al (JP 09-202,855); or Kawasaki et al (JP 03- 
067,262); or US patents to Navarrinv et al, Feiring et al, Kashiwage et al, Smart et al and 
Elizabeth Lo, but while many have ethers in the main chain and cyclopolymerize, no blocked 
acid group or the like appears to be taught in these references. The prior art of Toriumi et al 
("Resist material. . .lithography); and Fedynyshyn (WO 01/63362) and Feiring et al (WO 
00/17712) has teachings of resist composition used in analogous processes to those claimed, with 
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organic solvents, acidic generators (photoacids), but do not teach dienes for their fluoropolymer 
component. Fryd et al (2003/021 1417A1) and the literature article to Ito et al "Polymer 
design. . .resists" are of further interest for using fluoro-compounds with acid labile groups and 
vinyl groups, but not in the single chemical compound of the claimed structure or formula. 
Other references that are not prior art, but have compounds, resist compositions and processes of 
significant interest include Miya et al (2003/0194639A1); Hatakeyama et al (2003/ 0194644 Al); 
Toriumi et al ("Fluoropolymer. .lithography") and Iwazawa et al (JP 2003-330196A). 
8. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to M. L. Padgett whose telephone number is (571) 272-1425. The 
examiner can normally be reached on M-F from 8:30a.m to 4:30p.m. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Beck Shrive, can be reached 
on (571) 272-1415. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306 for all official papers. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



March 30, 2004 & April 1, 2004 



Padgett/tgd 




MARIANNE RAGGETT 
PRIMARY EXAMIWI^ 



